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REMARKS 

1 I * 

Applicant has carefully studied the Offipe Action of May 7, 2004 and offers the 
following remarks to accompany the above amendments. 

Initially, Applicant appreciates the indication that claims 3-5, 8 and 10 contain allowable 

j !,f[ 

subject matter. Applicant herein amends claimS'3, 5, 8, and 10 to independent form. These 
claims are now in condition for allowance rather 1 than being dependent upon a rejected base 
claim. Claim 4 depends from claim 3, and likewise should be in condition for allowance, 

Claims 1, 2, 6, 7, 9, and 1 1-25 were rqe<2ted under 35 U.S.C. § 103 as being unpatentable 
over Gruercio et aL (hereinafter "Guercio") in-view of Creamer et aL (hereinafter "Creamer"} 

Applicant respectfully traverses. For the Paten^OfQce to combine references, the Patent Office 

i fii 

must do two things. First, the Patent Office must provide a motivation to combine references 
and second, the Patent Office must support tha motivation with actual evidence. In re 
Dembiczak, 175 F.3d 994, 999 (Fed. Cir. 199?il [Once the combination is made, for the Patent 
Office to establish prima facie obviousness, thejjPatent Office must still show where each and 
every claim element is located. MPEP § 2143.63. 

: ,'!fS 

In the Office Action of May 7, 2004, theiPatent Office opines that the motivation to 

i 'i" 

combine the references is to provide service ''tOffrom a PSTN to IP connection." It is not 
entirely clear that the recitation is a motivation combine the references. Moreover, the 
recitation is not supported by the actual evidenc ijthat the Federal Circuit has mandated be 
present for all combinations. Since the actual'leyidence is missing, the combination is improper 
and the references must be considered individual y. The Patent Office admits that Guercio does 
not teach all the elements of the independent claims, and thus Guercio cannot render the claims 
obvious. Likewise, Creamer does not show ttie selective ring tones recited in the claims, and 
cannot render the claims obvious. '■ ! 

Even if the combination is proper, the combination does not show all the claim elements. 



Specifically, claim 1 recites, "sending the indicl 



associating the telephone number of the 



In 



expected caller with the audio file from the application server to the telephony device. . 

' ! I'll 

contrast, the combination of Guercio and Creainlet does not teach or suggest this step. 
Specifically, the combination of Guercio and Qp uner results in a server that receives caller ID 
infoimation (pursuant to the teachings of Creamb :), and then presumably forwards this caller ID 
information to the called party. Then, the phohe of Guercio evaluates the caller ID information 



jj j 
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and selects the appropriate recorded announcement to play between the normal ring signals 
(pursuant to Guercio col. 7, lines 44-47). However, this combination results in Guercio's phone 
doing the matching. Since Guercio's phone does the matching, the application server cannot 
send the indicia associating the telephone number with -the audio file to the telephony device as 
recited in the claim. To this extent, the combination dojes not teach or suggest a claim element 
and the rejection does not establish prima facie obviousness. Since the rejection does not 
establish prima facie obviousness, claim 1 and its dependent claims, 2, 6, 7, 9, and 11, are 
patentable. ; 

Independent claims 12, 19, 20, and 23-25 are patentable at least for the reason that the 
combination is improper. Likewise, dependent claims 13-18, 21, and 22 are patentable for at 
least the same reasons. 

Claim 1 4 deserves special mention in that claim 14 recites that "determining, at the 
application server, if the telephone number is associated with the audio file within the plurality of 

available audio files "As noted above, the combination of Guercio and Creamer leaves the 

determining step in the telephony device, not in the application server. To this extent, the 
combination of references does not teach or suggest this claim element, and the combination 
does not establish obviousness. [ 

Claim 19 deserves special mention in that it recites, "send the indicia associating the 
telephone number of the expected caller with the audio file to the telephony device via the 

network interface " The combination of Guercio and Creamer stores the audio file in the 

i 

telephony device from its creation. Therefore, the combination does not send the indicia to the 

telephony device. As such, the combination does not ?how a claim element and the claim is non- 

. i 

obvious. 

Claim 20 deserves special mention in that it recites that the application server's control 
system is adapted to do elements i-iii. Thatis, the control system selects the audio file and 
effects playback. As previously explained, the selection and effecting playback of the 
combination take place in the telephony device, not in the application server, and thus the 
combination does not teach or suggest the claim element. As such the claim is non-obvious. 

Claims 21 and 22 depend from claim 20 and are patentable for this additional reason. 

! • 

Likewise, claim 21 recites the application server's control system receiving the audio file. As 
noted, the combination stores the audio file'in the telephony device, not in the application server, 

i ' 

I ■ 

I 
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so the application server of the combination cannot receive the audio file as recited in the claim. 
Since the combination does not teach this element, the claim is non-obviou$. 

Claim 23 is similar to claim 19 and is patentable at least for the same reasons. 

Applicant requests reconsideration of the rejection in light of the remarks and 
amendments presented herein. The combination is improper and even if the combination is 
proper, the combination does not teach the application server performing certain functions as 
recited in the claims. Applicant earnestly solicits claim allowance at the Examiner's earliest 
convenience* 
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